The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI S| ON ON APPEAL

David Leslie Cohen et al. appeal fromthe final rejection
of clainms 1 through 44, all of the clainms pending in the
appl i cation.

THE | NVENTI ON

The invention relates to “a novabl e manufacturing

facility that can be erected near a | arge housi ng devel opnent
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to efficiently manufacture standard size dwellings,

substantially in

their entirety, in a factory environment prior to transporting
and placing these conpl eted dwellings on pre-constructed

per mmnent foundations” (specification, page 1). Cdaiml s
illustrative and reads as foll ows:

1. A manufacturing facility for constructing standard
size dwellings substantially in their entirety, said
manufacturing facility being | ocated proxinate a | ocation at
whi ch standard size dwellings are to be sited said
manufacturing facility conprising:

a plurality of subassenbly production lines, at |east two
of said subassenbly production |ines being used for
constructing predeterm ned subassenblies for said standard
size dwel ling, each of said predeterm ned subassenblies
conprising a structural section of said standard size
dwel ling, fromthe class of structural sections including:
wal | s, floors, roof, foundation base frane;

a dwelling assenbly alley for assenbling a partially
assenbl ed standard size dwelling therein;

hoi sti ng neans operational in each of said at |east two
subassenbly production lines for transporting said constructed
predet ermi ned subassenblies to said dwelling assenbly alley
for incorporation into a partially assenbled standard size
dwel I'i ng bei ng assenbl ed therein; and

wherein said standard size dwelling is assenbl ed
substantially inits entirety in said dwelling assenbly alley
usi ng said predeterm ned subassenblies, which are incorporated
into said partially assenbl ed standard sized dwel | i ng.

THE EVI DENCE
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The itens relied on by the exam ner as evidence of

obvi ousness ar e:

R zk 4,546, 530 Cct. 15, 1985
Biffis et al. 5, 402, 618 Apr. 4, 1995
(Biffis)

“Mul ti-Story Spacesetter Building Systens,” Chief Industries
brochure, 1986

“Extending the Limts of Functional Buildings,” Chief
| ndustries brochure, 1992
The itens relied upon by the appellants as evi dence of
non- obvi ousness are:*
The 37 CFR § 1.132 Declaration of Randal A Parsley
filed July 9, 1998 (Paper No. 21)

The 37 CFR 8§ 1.132 Declaration of Garry D. Mers
filed July 9, 1998 (Paper No. 21)

THE REJECTI ONS

Clainms 12, 17 through 20, 23 and 28 through 38 stand

rejected under 35 U. S.C. 8§ 112, second paragraph, as failing

! The record also contains a 37 CFR § 1.132 Declaration of David L. Cohen filed
May 27, 1997 (Paper No. 13) which the appellants have not chosen to rely on in this
appeal .
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to particularly point out and distinctly claimthe subject
matter the appellants regard as the invention.

Clains 1, 4, 5, 8, 9, 12 and 15 through 44 stand rejected
under 35 U. S.C. 8 103(a) as being unpatentable over Biffis in

vi ew of Ri zk

Clains 2, 3, 6, 7, 10, 11, 13 and 14 stand rejected under
35 U.S.C. 8 103(a) as being unpatentable over Biffis in view
of Rizk and the two Chief Industries brochures.

Attention is directed to the appellants’ main and reply
briefs (Paper Nos. 31 and 34) and to the examner’s final
rejection and answer (Paper Nos. 19 and 32) for the respective
positions of the appellants and the examner with regard to
the nerits of these rejections.

DI SCUSSI ON

|. The 35 U.S.C. § 112, second paragraph, rejection of clains
12, 17 through 20, 23 and 28 through 38

The 35 U.S.C. 8 112, second paragraph, rejection of
clainms 12, 17 through 20, 23 and 28 through 38 has not been
argued by the appellants in the briefs or restated by the

exam ner in the answer. This failure to address the rejection
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on appeal appears to be the result of an agreenent between the
appel l ants and the exam ner that the rejection wuld be
overconme by certain anendnents submtted subsequent to final
rejection (see the advisory action nail ed Septenber 22, 1998,
Paper No. 27; page 5 in the main brief; and page 2 in the
answer). The exam ner, however, has refused to enter the
amendnents for unrel ated reasons. Thus, the rejection remains
in effect, and we shall summarily sustain it since the
appel l ants have not challenged its nerits.

I[I. The 35 U S.C. §8 103(a) rejections of clains 1 through 44

Clainms 1, 27 and 39, the three independent clains on
appeal, recite a manufacturing facility for constructing

standard size dwellings conprising, inter alia, at |least two

subassenbly production |ines for constructing predeterm ned
subassenblies for the standard size dwelling, a dwelling
assenbly alley for assenbling a partially assenbl ed standard
size dwelling therein, and hoisting neans operational in the
at | east two subassenbly production |ines for transporting the
predet erm ned subassenblies to the dwelling assenbly alley for
incorporation/installation into a partially assenbl ed standard

size dwel I'i ng.
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Biffis, the examner’s primary reference, discloses a
bui | di ng production |ine 10 | ocated on-site in the m dst of
subdi vision 80 of building lots 82 (see Figure 8). As
descri bed in the reference,

production line 10 is a factory-like facility in
whi ch two parallel production lines, 11 and 12,
are placed side by side. The production |ines
each include its own railway track 14, 15
extendi ng through the assenbly facility past a
basi ¢ construction area 16 and then past a
plurality of bays 18 providing storage space for
I ight construction and finishing materials such
as wi ndow frames and doors, plunbing and

el ectrical supplies. Basic construction area 16
and bays 18 are collectively referred to as
“work stations”. Running on the tracks 14 and
15 are a plurality of transporting devices 20
each conprising a flatbed 21 (see FIG 2) having
a series of railway track engagi ng wheel s 22

t here beneath and anti-friction surfaces, such
as roller conveyors 24, on the upper surfaces of
t he fl at bed.

As the devices 20 proceed fromleft to
right as seen in FIG 1, the building unit 30 is
erected on the base nmenber of the system.

Fabrication of the building unit 30 continues
t hroughout the production line until finally it
is rolled out to a |oading bay 25 on the right
hand side of FIG 1. Here a neans to transport
the prefabricat[ed] building unit to the
building site is provided in the formof a
flatbed truck 26 which is dinensioned so that
the building unit 30 can be slid off the roller
conveyors 24 on the flatbed 21, onto the fl atbed
27 of the truck 26 which itself has an anti -
friction surface on top of its flatbed, which
anti-friction surface nay be a roller conveyor
28 simlar to the roller conveyor 24.

6
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The prefabricated unit 30 is then conveyed
to the building site by the truck 26 where it is
lifted into position by nmeans of a crane 32 (see
FIG 3) onto the building foundation 33 [col um
3, lines 27 through 60].

In applying Biffis to support the obviousness rejection
of independent clains 1, 27 and 39 (see pages 4 and 5 in the
answer), the exam ner finds correspondence between the
subassenbly production lines recited in the clains and Biffis’
basi ¢ construction area 16 and storage bays 18, and between
the dwelling assenbly alley recited in the clains and Biffis’
paral |l el production lines 11 and 12 and railway tracks 14 and
15. These findings are untenable inasmuch as the foregoing
el ement s
inthe Biffis facility sinply do not constitute subassenbly
production lines and an associated dwel ling assenbly alley as
recited in clains 1, 27 and 39. The exam ner’s anbi guous and
unsubstantiated references to well known plant |ayouts, common
sense and industrial engineering concepts (see pages 6 and 11
in the answer) afford no cure for these shortcom ngs.

Ri zk, the exam ner’s secondary reference, discloses a

pl ant (see Figure 6) for producing building nodul es which “are

transported to a proposed building site where they are set in
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pl ace as a single nodul e structure, or are coupled to other
nodul es to yield a conposite building” (colum 1, lines 10
through 13). The plant includes a conponent preparation area
100, subsection fabrication areas 200, 300, 400 and 500, a
final assenbly site 600, overhead cranes OC for transporting
el enents fromthe conmponent preparation area to the various
subsection fabrication areas and then to the final assenbly
site, a concrete floor pouring station 800, a concrete curing
station 810, a finishing area 900 conposed of a variety of
finishing stations 905-950, and transport neans (e.g.,
casters) for sequentially noving the final assenbly to the
concrete floor pouring station, the curing station and the

finishing stations.

Like Biffis, Rizk fails to disclose subassenbly
production lines and an associ ated dwel ling assenbly alley as
recited in claims 1, 27 and 39. Thus, Rizk does not overcone
t he above noted deficiencies of Biffis. The same is true of
the Chief Industries brochures which are cited for their

di scl osures of knock-down buil di ng structures.



Appeal No. 2000-0076
Appl i cation 08/970, 231

Hence, the conbi ned teachings of the applied references
woul d not have suggested the subject matter recited in clains
1, 27 and 39 to one of ordinary skill in the art. In other
wor ds, these references, even if assuned to be anal ogous art
(the appellants argue that they are not), fail to establish a

prima facie case of obviousness with respect to such subject

matter.? Accordingly, we shall not sustain the standing 35
U S.C 8 103(a) rejection of clains 1, 27 and 39 or of
dependent clains 2 through 26, 28 through 38 and 40 through
44.

[11. New ground of rejection

The following newrejection is entered pursuant to
37 CFR 8 1.196(h).

Clainms 1, 27 and 39, and dependent clainms 2 through 26,
28 through 38 and 40 through 44, are rejected under 35 U S. C
8§ 112, second paragraph, as failing to particularly point and
distinctly claimthe subject matter the appellants regard as

the invention.?3

2 This bei ng so, there is no need to delve into the nmerits of the appellants’
decl arati on evi dence of non-obvi ousness.

3 This rejection is separate and distinct fromthe examner’'s 35 U S. C.
§ 112, second paragraph, rejection.
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As indi cated above, independent clains 1, 27 and 39

recite a manufacturing facility conprising, inter alia,

subassenbly production |lines for constructing predeterm ned
subassenblies. These clainms further require the subassenblies
to conprise a structural section froma “class” of structura
sections, the “class” being variously defined as “including”
“wal I's, floors, roof, foundation base frane” (claim1l)

“wal I s, floors, roof trusses, roof, foundation base frane”
(claim?27) and “walls, floors, roof” (claim39). The use of

t he open-ended term “including” to define the “class” (as
opposed to the cl osed-ended phrase “consisting of”) |eaves the
cl ass open to the inclusion of

ot her unspecified elenments. See MPEP 8§ 2111.03. G ven the

| ack of any rel evant discussion in the underlying
specification, the open-ended nature of the classes recited in
claims 1, 27 and 39 renders the scope of these classes, and
thus of the clains thenselves, unclear. This frustrates the
pur pose of 35 U S. C

8§ 112, second paragraph, which is to provide those who would

endeavor, in future enterprise, to approach the area

10
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circunscri bed by the clains of a patent with the adequate
noti ce denmanded by due process of law, so that they may nore
readily and accurately determ ne the boundaries of protection
i nvol ved and eval uate the possibility of infringenent and

dom nance. See

In re Hanmack, 427 F.2d 1378, 1382, 166 USPQ 204, 208 (CCPA
1970) .
SUMVARY

The decision of the examner (1) to reject clainms 12, 17
t hrough 20, 23 and 28 through 38 under 35 U . S.C. § 112, second
paragraph, is affirnmed and (2) to reject clains 1 through 44
under 35 U. S.C. 8§ 103(a) is reversed. Furthernore, a new 35
U S C 8§ 112, second paragraph, rejection of clainms 1 through
44 is entered pursuant to 37 CFR 8§ 1.196(b).

In addition to affirmng the exam ner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8 1. 196(b) (anended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53,197
(Qct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,

122 (Oct. 21, 1997)). 37 CFR 8§ 1.196(b) provides, “A new

11



Appeal No. 2000-0076
Appl i cation 08/970, 231

ground of rejection shall not be considered final for purposes

of judicial review’”

Regarding any affirmed rejection, 37 CFR § 1.197(b)

provi des:

(b) Appellant may file a single request for
rehearing within two nonths fromthe date
of the original decision

37 CFR 8 1.196(b) al so provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected clains:

(1) Submit an appropriate anendnent of
the clains so rejected or a show ng of
facts relating to the clains so rejected,
or both, and have the matter reconsidered
by the exam ner, in which event the
application will be remanded to the
exam ner.

(2) Request that the application be
reheard under § 1.197(b) by the Board of
Pat ent Appeal s and Interferences upon the
same record.
Shoul d the appellants el ect to prosecute further before

the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b)(1), in

12
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order to preserve the right to seek review under 35 U S.C. 88§
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejection is
over cone.

| f the appellants el ect prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirnmed rejection, including any tinely request
for rehearing thereof.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART: 37 CFR 8§ 1.196(b).

NEAL E. ABRAMS )
Adm ni strative Patent Judge )
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JOHN P. MCQUADE
Adm ni strative Patent Judge

RI CHARD B. LAZARUS
Adm ni strative Patent Judge

JPM ki s

JAMES M GRAZI ANO

DUFT, GRAZI ANO & FOREST
SUl TE 140

1790 30TH STREET
BOULDER, CO 80301-1018
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